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REMARKl 

Applicants are filing this Amendment and Response under 37 CPR §1.111 in response to the 
Examiner's rejection of Claims 1-58. The Hxamincf has rejected Claims 1,4, 6-48 under 

35 li.S.C. §i 12, second paragraph. Claims 2. 3, 5, 49-54 and 56 under 35 U.S.C. §102 (b) 
.md Claims K 4. 8-!0, I2-i4. 17-19. 21. 55. 57 and S.S nndcr 35 li.S.C. jjl03(a). 

Applicants request the entry of this Amendment and llcsponse for the reasons set forth 
below. 

Aiiieiidl tti en t to Claims 

Applicants have amended Ciaims h 13 and 22 to deiote the language "or a reacting 
eqytvaient". 

Applicants have also amended Claims 40 and 41 to delete the word "predominantly". 

Applicants have amended Independent Claims 2, 49 and 5 1 to include the language 
"and having a sulfur of content less than 03 percent as measured by 

ASTM Test No. D 4951-92". 

Applicants submh that Ihe amendment claims vviil result in overcoming the Examiner's 
rejections as; explained be low^ 
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The Selections 



Claim rejections under 35 U.S.C §112 



Cluims I, 4, 0-48 arc rejLOU-d i;r,dv'i- 35 I .S.C, § i i2. scq-m\c aa i>cing iiiticfmitc 

for ihiling io particiiLirl\ poini oitl and chsiinci!)' claim ihc subject manor which applicant 
regards as the inventicm. 



The Exam ! tier states; 

Claim I recites ''reading equivalent" in line 4 after the formula. The scope of 
the claim is confusing because it is not ciear whfit is cnGompassed by this 
phrase. While it !S noted ihu\ p.u^c ;6, liiiL", iX- of the present specification 
discloses Ouit thv; "rcaLiua' v.v]l,i\ ak-ni' ino<-,n,s ans material equivalent to 
elh>leni.' iilycol and carbon dioxide such as carbonic ac;d hairc^tcr, the scope 
of the claim is still confusing because it is not clecir what is meant by 
equivaieni or when materials arc considered to be eqiitvaleni la ethylene 
glycol and carbon dioxtdev 

Similar confusion arises in each of Claims 13 and 22 that each also recite 
"reacting equivalenit". 

Applicants' have deleted the term "reacting equivalent" rejected by the Examiner in Claims 1, 
13 and 22. Applicants' amended Claims L 13 and 22 obviate the Hxaminer's rejection. 



Ghiim 2{) 

The Examiner states: 

Ciaim 20 recites the limitation "the second promoter" in line I. There is 
insuiTicient antecedent basis for this limitation in the claim. In the above 
phrase, it is suggested that the"thc" is changed to "a". 

Applicants have amended Claim 20 as recommended by the Examiner, thus obviating the 
ikaminer's rejection to Claim 20. 
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Claims 40 and 41 

The Examiner states: 

Claims 40 jmd 4! each recite the phrase "prcdominanUy straight-chain aikyl 
group". The scope of ihc claims is coiifusing because ii is not ck-ar whiit is 
meant by "predominanily" or what types of straight chain aikyl groups are to 
be "predominantly" straight chain* 

Applicants' deletion of the word "predominantly" in Claims 40 and 41 obviate the Examiner 
rejection of amended Claims 40 and 41 . 



Claim 42 

The Examiner .Slates: 

Claims 42 recites that the alkyl group of ihe alkylphetioi is "attached 
predominantis'" at the para position t4The phenol ring. The scope of the claim 
is confusing because it is not clear what is nieant hy "attached 
predominantly". Clarification is requested. 

The use of the phrase "attached predominantly" in Claim 42 denotes that the para attachment 
of the alkyl pj-oup 1(5 the aromah'.- riiiu pred;MninL;i;.- . , i , L.-^-aler thai! the auaohnient of the 
alkyi group at the ortho-position or the meta-posiiion on the aromatic ring. Dependent 
Claim 43 further limits this parameter by specifying that the alkyl group attachment to the 
para-posiiion on the aromatic ring rS; from about 70 tq about 95 vveighi percent of the total 
alkyiphenoL Applicants' have explained the use of the phrase "attached predominantly" as 
intended in Claim 42, but will provide further clarification should ilie Examiner request it. 
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Oaim r&kcltans under 35 lj.S.C. S102fb) 

Claims 2, 3, 5 and 49-52 are rejected under 35 U.S.C. §i 02(b) as bc'mg anticipated by 
Vaiighan (US 4,2 18,3.28). 

The Sixamincr slates: 

Vaughitn discioses process I'or preparing ovcrbased lubricating oi! additives 
comprising a reaction mixture combining Mannich condensation product of 
aik>l phenol wherein tlic alky] group contriins 8-128 carbon atoms. Group fl 
mct:il o\ide or hydroxide, ctliylene giycol i.e. promoter, and carbon dioxide. 
! hc Mjnuich condensation product ol aikyi piicnoi is prepared b\ rc;icting 
alk>! piienol, aldehyde, and nitrogen-containing compound which clearly 
includes amine as presently claimed. It ts Jurther disclosed that the ratio of 
carbon dioxide to calcium is 0,3-0.5 (column 2, line 53-column 3, line 5; 
column 3. line 18; column 4, lines 9'i7, 30, 39-4h 44 and 45; and column 5, 
lines 19-26). Given that the number of carbon atoms in the alkyl group of the 
alky! plienol overlaps the number used in the present invention, it is clear thai 
the alkyl group iiiii^rcnsi) coiUaii:s u sunxicnt number of carbon atoms to 
render oil-solubic 'J.j ro-^Lihinij produol l i!rihci\ given that Vatighan prepares 
overbasetJ compound as presently claimed, it is clear that the combining is 
inherently carried out for a time and temperatun; sufficient to form such 
product, 

Aiihough there is no disclosure that the product of the process of Vaughan 
is a "Jcieriicni-dispersant antioxidant additive" as required in present 
Claim 4'A applicants attention is drawn to MPEl' 2111.02 which states that 
"il the budy ol' tlie ciaim fully and inirinsicaliy >cts forth all Hmilalioui, of 
the ^.laimed invention, and die preamble merely states, lor e\ample, 
the purpose or intended use of the invention, rather than any distinct 
definition of any of the claimed invention's limitations, then the preamble is 
not considered a limitation and is of no significance to claim conslructicia". 
further. \\P\i\' 2111 i)2 stales thai the stalemenis in the preamble reciting the 
purpose or in'.ended use of the claimed invention must be evaiualcd h> 
dclerniin.e whether the purpose or intended use resuhs in a struciurai 
dillerv^ncc bct>\cen the claimed invention and the prior art. Oni)' if such 
struciurai dilTcrence exists, docs the recitation serve to limit the claim. Jf the 
prior art structure is capable of performing the intended use. then it meets the 
claim. 
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li is ihc lixaminer's position that the preainb!*; docs not state an> distinct 
deiiniiion oT aii\ of the claimed invention's limitations and further that the 
purpose or intended ui^e, i.e. detergent-dispersant antioxidant additive, recited 
in the present eiaims does not. re.sult in a ^tnictiinii difTcrcnce between iiie 
presently claimed invention and iho prior product iiud further ttiat ihe prior art 
siruciurc which is additive identical to that set forth in the present claims is 
capable of p^Jiforraing the recited purpose or intendeci use* 

Applicants have amended independent Claims 2. 49 and 51 to include the language 
"and having a sulfur content of less than 03 percent as measured by 
AS T M Test No. D 4951-92." thus, adding a further limitation to the scope of these claims. 
Support for this amendment may be found on p?ige 6, lines 24-27 ofthc specification. 

Applicants stibmil that Vuughan does not teach or disclose a process for preparing Group 11 
metal carbonated, overbased Mannich condensation products having a sulfur content of less 
than 03 percent as measured by ASTM Test No, D 495 1-92, Furthennore, Vaughan 
discloses that "it is preferred that the reaction takes place in the presence of a chalcogen 
compound. Mis examples of suitable chalcogen compounds include sulfur containing 
compounds such as carbon sultlde, carbon oxysuifide, and sulfur dioxide. See column 4. 
lines 37-44, 



Thus, Applicants' amended independent Claims 2, 49 and 5 1 arc not ajuicipated by Vaughan 
and consequently, the dependent claims are also not anticipated by Vaughan because 
Vaughan does not disclose low sulfur containing Group II metal carbonated, overbased 
Mannich condensation products as is claimed in Applicants' amended Claims 2, 3, 5, 49-52, 
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Claims 2, 3 and 5 

Claims 2, 3 and 5 are rejected under 35 U.S.C. § 1 02(b) as being anticipated by 
Nichols et al. (US 5.173,203). 

The Bxaminer states: 

Nichols el aL di?cio5c magnesiii.ni containing ovcrhased product obltiincd 
b\ process ct)mpr!sing forming a reaction mi\turc by cunibiuing 
Mannicli amJcnsaliud product ol" alkyl phenol formed b\ reacting 
aik\! phenol, aldehyde and amine wherein the alky! group of the alkyl 
phenol contains at least 30 carbon atoms, magnesium oxide, ethylene 
glycol, water, and carbon dioxide. The reaction takes place at 1 10-170 "C for 
5 miiiutes lo 2 iiuur.s (column 2, lines 60 68, column 7. iine^i 57-6?, column 8, 
lines 59-67, eokimn 0, lines 9-18 and 56-6.\ column 1 1. lines 3 and 60-68. 
and coiiimn 13, lines 25-30). Given that the number oi" carbon atoms in the 
alkyl group of the aikyi phenol overlaps the number used in the present 
invention, it h clear that the aikyl group inherently contains a sufficient 
number of carbon atoms to render oil-soluble the resulting product, Further, 
given that Nichols et aU disclose reacting the above for the time and 
lemperatiire identical to that iJti!i?.ed in the present invention, it is clear thai 
such reaction would inherently result in product comprising Group II metal 
earbonaled. ovcrbased Mannich condensation product of alkyl phenol as 
presently claimed- 

In light of the above, it is clear that Nichols et al. anticipate the present 

claims. 

Applicants have jiiiics^icJ iiiJc pendent Claim 2 to include the language "and having a sulfur 
coiUent ufless than 0.? pcr^oiM -.s >^le•l^iMC'J h) !~\] Tcsi No. D 49.51-92." thus, addinii a 
further limitation to the scope ofthcsc claims. Support for this amendment may be found on 
page 6, lines 24-27 of the specification. 



Applicants submit that Nichols et al, do not teach or disclose a process for preparing 
Group 11 metal carbonated, overbased Mannich condensation products having a 
sultvir content of less than 0,3 percent as measured by ASTM Test No, D 495 1 -92. 
\icli^'il,'> Li al dihclosc J magnesium containing ovcrbasing process and product obtained 
therefrom. Their di,sc!osed process for overbasing a substrate comprises mixing the substrate, 
vvaicr. phcnoU a source of magnesium and a carbonating agent, wherein the water is retained 
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throughout the overbasing leacUon. See coliimn 2, lines 61-65. Their substrate includes, 
phosphorus acids. carboxyJic acids and sulfbr acids, which are oii-sokible per se, particularly 
oil-soluble sulfonic acids. See column 3, lines 3 1-34. There Is no disclosure in Nichols ci al. 
for a process for making carbonated, overbased Mannich condensation products. Mannich 
uondensatiun prodiicLs ofalkvl phcUkK arc only mentioned in Nichols ei al. as additional 
adiliiiws \\y a liillv fornnilated ui! Ov^i^uunmc i-c oi\crbascd product p! thoir m\ention. Sec 
column 1 1, lines 60-68 and ooliimn 1 3, Ime^ 24-2^ 1 heic is no disclusure o: iiraching in 
Nichols et ai. that the Mannsch condensation products used as additional additives for a fully 
formulated oil are overbased, let alone a disclosure or teaching of overbasing them> 

in addition. Nichols et ai. do not disclose or teach that the Mannich condensation products 
used as additional addttsvoi. for a 'r\V- '"MMMMt-A: nil ^.intcur 4- in - posvo-nt siflfur as in 
Applicant's amended C 'aim n-.ti i leicioto, Xpniicaisl-' anscndcd risini^ 3 and 5, 

Based on the above it is clear that Applicant's amended Claims 2. 3 and 5 arc not anticipated 
by Nichols et al. 

Claims 53^ 54 and 56 

Clainr; 5", ^4 and 56 die rejected under 35 U.S.C. §l02<b) as being anticipated by 

Karngel ai. (US 5.207,^39}. 

1 he l:.xaminer states: 

Farng et ai, disclose Mannich it.\K!M!: pioclaM of CrC(,., aiR>l 
phenol, n-phcn\l-p-plicny!unediamine, anJ aidelr.dc tt-jiumn I, line:s 53-59, 
coiumn 2. line 38 and column 3. line 13, 

Applicants' cancellation of Claims 53. 54 and 56 obviate the Examiner's rejection ofdie.se 
claims. 
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Claim reactions under 35 U.S.C. SI 03 



Applicants submit that ail the claims were commonly owned at the time a later invention was 
made. 



Claims 55, S7 atid 58 

Chiims 55, 57 and 58 are rejected under 35 U.S.C, § 103(a) as being unpatentable over 
Fam^clal. (U.S,5,2t}7,93<)). 

The Examiner States; 

I^arng et al. disclose Mannich feaction product of a Ci-Ceo alky! 
phenol, n-^phei^yl-p-pbenylenediamine, and aldehyde (column 1, lines 53-^59^ 
column 2. line 20, column 3, line 38 and column 3, line 13. 

While Parng ci ai. fail lo exemplify the presently claimed Mannich 
reaction product . nor can the claimed Mannich reaction product be 
"cieady envisaged" from Farng et ah as required to meet the standard of 
anticipation (cf. MPBP 2131.03). nevertheless, in light of the overlap betv^een 
ihe claimed Mannich reaction product and the Mannich reaction product 
disclosed by Farng cl a!., absent a showing of crilicaiity for the presently 
claimed Mannich reaction product, it is urged thai ii would have been within 
the bounds of routine experimentation, as well as the skill of level of one of 
ordinary skiil in the art, to use Mannich reaction product which is both 
disclosed by 1-arng et al, and encompassed within the scope of the present 
claims and thereby arrive at the claimed invention. 

Applicants have cancelled Claims 55, 57 and 58, thus, obviating the Examiner's rejection. 



Claims 1, 4, 8-10. 12-14. 17-19 and 21 

Claims 1.4. 8-10, 12-14. 17- i 9 and .^1 are rcjcUud under 35 U-S.C. §l03(a) as being 
unpatentable over Smroka et al. (U.S. 5,370.805) in view ofWollcnberg (U.S. 4.803,002). 



The Examiner states : 

Smrcka et ai. disclose process for making calcium Mannich alkylphenate 
Vi'hich comprises forming a reaction mixture by combining (i) Mannich 
condensation product oC aikyl phcno! formed by reacting alkyl phenol, 
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paialbimai(ich)dc, anJ amine. ''me. t v calcium i^xlde, and (iii) rlh) !ene 
tihcoL : c. promoier i^... UJi s-^ >..^r,ip[cle, \(.)hsiiics arc temi'\eJ U< 

ieavc the scau{i(>n prudiio- (>; ^-havn .hk^ n! Lokrnn 5. lines 6 and 5-*^-6S), 

'rise dilVeierKC bcu\ccn Smickj ci al and the present claimed invention is the 
reqiiiremenl m tiie ciaims of the alkyiene carbonate, 

Wollcnberg discloses reacting alkybne carbonate of the formula: 



where K\-R& are each independently selected from hydrogen or lower alkyl of 
1 to 2 carbon atoms and wherein the alkyiene carbonate includes ethylene 
carbonate with N4annich base such as that prepared by reacting alkyl phenol, 
formaldehyde, and amine tn oixler to improve dispersant perfonnance. 
Further, Wolienberg discloses reacting the alkyiene carbonate with the 
Mannich bnse at temperature of 0-250^ for ihur houis which aver^^lp^, the 
time and icfnperature utilivccd in ij-ic present invention (culumn 1, lines 36-42 
and line 6S, column 2. line 4. and 10-56. eohimn 3. lines 18-28, coknnn 5, 
lines '>-20 and exampic 7, Gixcn that the combination of Smrcka ei al. with 
Wolienberg discloses process as presently claimed, including reacting 
Mannich base with aikylcne carbonate for time and temperature that overlaps 
thai utilized in the present invention, it is clear that carbon dioxide and 
alk\lene glycol would inherently form in situ to inherently fomi Group II 
metai carbonated overbased Mannich condensation product of alkyl phenol as 
presently claimed. 

In Uglit of the motivation for reacting alkyiene carbonate with Mannich base 
di-sclosed by Wolienberg as presently claimed, it therefore \voulJ have been 
obvious to one of ordinary skill in the art to react alkyiene carbonate whh the 
product of Smrcka ct al. in order to produce Group II metal carbonated, 
overbased Mannich condensation product of alkyl phenol that has improved 
dispersani performance, and thereby arrive at the claimed invention. 



O 
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The Examiner has failed to appreciate the difference in the use of alkylene carbonate in 
the present Ciaim 1 and the use in Wollenberg. In Claim ! the use of alkylene carbonate 
is tor carbonating and ovcrbasing the Mannich condensation product of an alkyi phenol, 
while in WoHenbcrg the aikyiei^e carbonate was used to functionaiize the nitrogen on the 
Mannich base io make a carhanu-.'.c. "^ec c^>i irui: 'o. '^o '^V; ^ohinui 8. iines 13-44, A 
carbamate noi a carbonated, o^.crba.-^ed Mannicii coiuiejisaiion product of an alkyl phenol. 
The reaction of the aik>iene carbonate with the Mannich condensation product of an .ilkyi 
phenol in Claim 1 does not result in the formation of a bond between the amino group on the 
Mannich condensation product of an alkyl phenol and a carbony! carbon as in a carbamate. 
Instead, it is believed the product is as depicted on page lU; lines: 19-24 of the present 
specifieaiion. What Wol ienberg teaches is post-treatment of Mannich bases with alkylene 
carbonate. No where does WoHenlK-; g discio.-.o or teach carbonation and ovcrbasing of 
Mannich condensation product of an alk\l pfii^nol. 

Furthermore, the carbonation in the present process is in conjunction with the overbasing 
reaction, i.e. the presence of a hydroxide or alkoxide during this reaction is required because 
the Group li metal is incorporated in the product. The Wollenberg process does not require 
the presence of a hydroxide or alkoxide because the Wollenberg process is not an overbasing 

process, i.e. the Group !1 mcial is not incorporated in the product. Tht pr!mai7 reason for 
using the alk\lcne carbui.atc iii \lc prc^ciu Pi>H,ei.s in C:ai;a ; cjithoiiciiion and overbasing 
to increase the aikaiinit) reserve ofthe Mannich condensatii.m product ofan aikyi phenol by 
incorporation of Group II metal. Wollenberg does not disclose or teach this. Thus, a person or 
ordinary skill in the art would not look lo Wollenberg for carbonation and overbasing 
Mannich condensation products of an alkyl phenol. 

The similarity in time and temperature utilized in Wollenberg and the; present prcictNs is 
irrelevant since the chemical reaction is completely different in the two processes. 

In summary. Applicants submit that Claims 1, 4, 8-10, 12-14, 17-19 and 21 are not 
unpatentable over Smrcka ei al. (U.S< 5,370,805) in view of Wollenberg (U.S. 4.803,002). 
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For the foregoing reasons. It is submitted that Applicants' Claims 1-52 are neither anticipated 
nor obvious. Accordingly, allowance of Claims 1-52 is respectfully requested. 



Respoclfu! ly stibniiticd, 

Sarita R. Kelley 
Attorney for Applicants 
Reg. No. 50>850 
(925) 842-1538 

SRKcilcy: kec/kmw 
Enclosure 



September 29. 2«)U6 



